N THE current age of increasing legal specialization, a paper on patenting abroad aimed at the ordinary practitioner of law may seem to be at least a mild form of heresy. Most American lawyers have a time-tested method of dealing with clients who wish to consult on patent problems: "Please see a patent attorney." The worth of that advice will not be disputed here; quite the contrary. What this paper does suggest, however, is that the lawyer who wants to serve his clients well must develop and retain a breadth of understanding of his clients' affairs. Particularly if he represents clients interested in any type of manufacture, then such a broad understanding necessarily includes at least a basic knowledge of both the dangers and the opportunities which lurk in the relation between domestic and foreign patents.
Two examples will clarify this thesis. First, suppose that A, a manufacturer, conceives and develops an invention in his small factory. A consults his attorney, L, who refers him to a patent lawyer, P. A assures P that all of his products are marketed domestically, that he does not have the capital to expand into broader fields, and that he has no interest in foreign patenting. P proceeds to file for a United States patent. Suppose, however, that L is alert and informed. He knows that A's chief competitor is a large concern, B, which does both a domestic and foreign business. L recognizes at once that one of the principal economic values of the invention may consist in a license of the patent to B, and that the value of such a license to B may depend, to a large extent, on protection under foreign as well as under domestic patents. But unless A acts swiftly, the issue of a foreign patent may be barred by time limitations, and a substantial portion of the market value of the license may thereby be lost.
As a second example, suppose that an American firm has developed a new process of manufacture. Because implementation of the process would require extensive changes in the domestic plant, the owner of the firm decides to try out the process in a branch plant which is presently being established in Europe. Neither the owner nor his counsel have extensive experience with foreign branches, and the opening of the new branch has been undertaken principally to protect markets in the new Common Market area. In order to safeguard the new process, an application for patent is filed in the country where the branch is located. All of these acts seem innocent enough, but the results can be startling: (i) Unless the United States Commissioner of Patents can be persuaded to grant a retroactive license for the exportation of an invention, the owner of the American firm may be criminally liable, and issue of a patent in the United States is barred. ' (2) Even if a retroactive license is granted, issue of a patent in the United States is barred if the foreign patent was issued more than twelve months before application was filed in the United States; if twelve months have expired since the foreign application and the foreign patent has not yet been issued, the applicant may secure a United States patent only if he succeeds in delaying issue of the foreign patent until the United States patent has been both applied for and issued. 2 (3) If the law of the foreign country where application was made requires publication of the application, and if more than twelve months have expired since such publication, issue of a United States patent on a subsequent application is barred whether or not the foreign patent has been (or ever is) issued. 3 Of course, the decision to patent abroad, like the decision to patent domestically, depends primarily on a prediction of whether or not the invention under consideration has sufficient actual or potential economic value to justify the cost of patent counsel, fees, taxes, and other attendant expenses. Ordinarily, the inventor plans to use or produce the invention himself or to license this privilege to someone else. He may also decide to apply for a patent to protect present or potential markets, or in order to acquire a better bargaining position in dealing for licenses FOREIGN PATENTS from other patentees. Whatever the benefit may be that he seeks, the inventor must assign to the invention an economic value which may be weighed against the costs. In short, the inventor must make the economic decision to patent just as he would make any other business decision.
In order to make this decision intelligently, the inventor will obviously want to retain a patent lawyer in this country to advise him with respect to costs and feasibility of patenting. Frequently, he will want to apply for a United States patent even if the possibility of foreign patenting is discarded. His ordinary counsel, however, should have some insight into the problems involved in patent law, despite the fact that he will probably not be concerned with the drafting or submission of the patent application. As we have already seen, he may be in a better position to advise on the desirability of foreign patenting than patent counsel himself. He may be useful as a liaison between the inventor and foreign patent counsel, or between domestic and foreign patent counsel, thus extending his own practice in a lucrative and interesting way. Most important of all, the stringent time limitations and requirements of most patent statutes may affect not only the cost of patenting, but also patentability itself. The general practitioner should thus be informed of the nature of such provisions in order to guard his client's interests both before and after patent counsel is consulted.
An exhaustive study of many foreign patent systems is certainly more than can be asked of the ordinary practitioner. The alternative, ' A list of reasons for patenting abroad is given in TOULMIN, HANDBOOK OF PATENTS 535-37 (2d ed. 1954). One of the pressing problems of domestic enforcement of the patent monopoly in the United States arises from the fact that infringement by foreign imports is not actionable except in a suit against the importer and the dealers to whom he distributes. Since wide distribution has usually occurred before the infringement is discovered, an expensive multiplicity of suits is often the price of enforcement. Special and even more difficult problems exist in the case of enforcement of process patents. DeLio & Worth, A Review of Protection of Patent Interests from Unfair Methods of Competition in Importation, 39 J. PAT. OFF. Soc'Y 282 (957). Of course, amendment of the American statute to provide more adequate procedures would be the most effective solution of this problem. In the absence of such amendment, DeLio and Worth suggest various remedies under the tariff laws. Another method of attack on the problem would be patenting at the probable source of the foreign products, so that an injunction against the producer himself might be obtained. The usefulness of such a device would, of course, depend not only on the ability of the inventor to predict sources of foreign competition, but also upon the attitude taken by the source country toward "paper patents." See also Graham, Footnotes on Foreign Patent Prac-Vol. 1959 : 397]
FOREIGN PATENTS
because there are few discoveries that do not admit of some use 9 and because the value of the reward (the patent-monopoly) depends on the usefulness of the invention." 0 The requirement of newness is a much more difficult question.
Newness may be viewed from either a subjective or an objective point of view. 1 ' Many countries, including the United States and Germany, 2 require subjective newness in the sense that the invention must be new to the inventor himself; the applicant for patent must be the inventor or must have acquired the right to patent from or on behalf of the inventor. In addition, most states require some degree of objective newness, meaning simply that the invention must contribute something to the common fund of information which was not there before.
The necessity of objective newness thus expresses two requirements. First, the invention must be a contribution having "inventive level"; this simply means that it must not be obvious from the state of the prior art. 3 The second requirement of objective newness is that the 1" The basic test of utility is commercial practicability. TouLMIN, op. cit. supra note 4, at 49. This sort of of test is expressly recognized in the German statute, which requires an invention to "permit industrial exploitation." PatG para. i; consult appendix. The American courts also require the use to be beneficial-that is, that the invention be capable of beneficial use. The requirement is not strictly applied, however, as Canadian-American Pharmaceutical Co. v. Coe, 1z6 F.2d 847 (D.C. Cir. 1942), clearly demonstrates. There, a patent medicine for cancer was shown to do no harm and to help in relieving pain from cancer, although experiments on animals showed no effect on the cancer itself. The court, nevertheless, held the medicine to have patentable utility. PatG para. 4(3), a person other than the inventor can secure issuance of the patent, even on the basis of the inventor's work, unless the inventor objects. But under PatG para. 3, the right to the patent belongs to the inventor, and he is, therefore, given an action against an unauthorized applicant for assignment of the application (or for transfer of the patent, if it has been issued) ; PatG para. S. See contribution must not already have been made. The distinction between this requirement and that of inventive level seems dubious at first glance, since anything which has already been contributed to the particular art involved would seem to be obvious from the state of the prior art. The validity of the distinction lies in the difference between "if" and "when." The requirement of inventive level asks "if" the inventive idea is obvious from the prior art. The second requirement asks "when" contributions of the inventive idea become part of the prior art so as to exclude a later contribution of the same idea from achieving the status of inventive level. The latter requirement is tested in the patent laws of various countries by specific statutory time limits, and it may thus be designated as the requirement of "statutory novelty." 14 The general notion of newness in the phrase "new and useful" thus contains three elements: (i) invention by the applicant or his legal predecessor, (2) inventive level in relation to the prior state of art, and (3) application for patent of the idea within the statutory time limits. Whether or not the applicant is the inventor is largely a question of fact, and one which must be determined in each case. The requirement of inventive level is one of the central problem areas of substantive patent law, and it is obviously too broad a field for the present consideration.' It may be left to one side here because it is a problem almost invariably requiring the assistance of expert patent counsel, while the present concern is mainly with problems which may concern the general practitioner. It is to the third element, therefore, that the attention of the general practitioner is especially directed. His acquaintance with the principal procedural requirements of patenting, both at home and abroad, not only may save his client unnecessary expense, but may make the difference between patentability and unpatentability itself.
Although the time limits and procedural requirements designated above as statutory novelty differ widely from country to country, their very nature suggests a further refinement of the general policy basis for patent systems. The reason for promoting inventiveness lies in the desirability of making new products and skills available to the whole community. It is true that the grant of a patent monopoly temporarily FOREIGN PATENTS restricts manufacture of a product or use of a process by the general public, but this is counterbalanced by the fact that the value of the patentee's monopoly depends on the extent to which he makes his finished product available to the community. On the other hand, the inventor should not be allowed to exterid his monopoly by waiting to apply for a patent until competition appears imminent. The requirements of statutory novelty are designed to force the inventor to disclose his invention and to make early application for his patent, and this result is accomplished by denying him the benefit of a patent monopoly if he delays."" B. Uniformity and Lack of Uniformity An examination of the appendix to this paper, which compares the American and German patent statutes, will reveal significant differences of method used to implement the common policies underlying the patent system. Germany was one of the first European countries to adopt a patent statute; many of the German states had their own patent laws, and these were replaced when a general statute applicable to the whole Reich was adopted in i877." Some uniformity among the other European statutes resulted from widespread copying of the original German Patentgesetz, but subsequent amendments and revisions have led to many technical variations." The German statute itself has undergone a number of revisions, culminating in the Patentgesetz of 195319 (hereafter referred to as the PatG). The original United States statute adopted in 179o has also been the subject of a number of revisions. 20 "o For an excellent discussion of the policy basis of patent law, as well as an analysis of the inadequacies of the American system, see Bush, Some Proposals for Improving the Patent System, 39 J. PAT. OF. Soc'y 1i (1957).
It is, of course, sometimes possible for an inventor to maintain a monopoly over his invention indefinitely, simply by keeping its details secret. This is particularly true of processes, formulas, and the like.
' ELSTER, op. cit. supra note i x, at zoo. I 8 1d. at 2oi, 2o2. Countries which originally patterned their statutes after the German patent law included Austria, Belgium, Denmark, Norway, Sweden, Italy, Switzerland, Russia, and Spain. Various organizations concerned with European integration have exerted a strong influence for uniformity since World War II; especially important products of this influence are Euratom and the treaties adopted by members of the Council of Europe for the classification of, and application for, patents. Text of the application treaty is given in full, in English, French, and German in V. 56(2) GEWERBLICHER REcs-TsscH.uTz UND URHEBERRECHT s53-62 (1954 The latest re-evaluation of American patent law resulted in the Patent Codification Act of 195221 (hereafter referred to as the PCA).
One of the most important differences between the various national laws lies in the administration of patent issue, and the difference is especially significant in its relation to the treatment of statutory novelty. Generally speaking, the patent countries administer the grant of patents in three ways: 22 (i) Registration. A number of countries do not require formal proof of patentability. Patents are simply granted upon application, and the test of patentability is left to the courts should a dispute later arise.
Included in this group are Belgium, France, Greece, Luxembourg, Spain, and Bolivia.
(2) Examination. The United States, 23 Germany, 24 Denmark, Finland, Norway, Sweden, Japan, The Netherlands, Austria, and Brazil are the principal countries which require a determination of patentability before a patent will be granted. Ordinarily, the procedure is as follows:
The applicant files for a patent, asserting his claims. The patent office examines the claim and researches the prior art in its technical library in order to determine whether or not the requirement of statutory novelty is met. Great Britain and some of the Commonwealth countries have a similar system, but search is more restricted. 25 (3) Publication. In order to assure the fullest possible opportunity for determining patentability, some countries require publication of patent applications, so that interested parties who fear interference with their own patents or applications for patent may object to the issue of [Vol. 19S9: 397 a patent. This administrative device is not exclusive of the registration and examination classification, but cuts across the other two classes. Thus, Germany and the United States both require examination, but Germany also requires publication." The United States not only does not require publication, but, on the contrary, provides specifically by statute that patent applications are to be held in confidence by the Patent Office. ' Other countries which require publication are Denmark, Finland, Japan, The Netherlands, Norway, Austria, Sweden, and Brazil. 2 "
Another variation with which the international lawyer should be familiar is the difference in the degree of finality which may be attached to the grant of a patent. Lawyers trained in the common law have gradually become accustomed to the notion that all administrative decisions are not subject to judicial review. Where judicial review is provided, however, it would be unthinkable to such lawyers that review should not extend to the validity of the administrative action. Thus, in the PCA, it is specifically provided that invalidity of plaintiff's patent is a defense in an infringement suit. 29 In striking contrast is the situation in Germany, where the validity of a patent is conclusive upon the courts in an infringement suit. Validity of German patents, once granted, can only be attacked by a proceeding initiated with the Patent Office. 30 It should be noted that this conclusive presumption of validity is not applied in those civil law countries which have adopted the registration system, since patentability is left to the courts under that method of administration.
A substantial majority of the important nations of Europe and Latin "The application is published once in the Patent Office Gazette and is publicly displayed at the Patent Office. PatG para. 3o. As publication in the Gazette gives only the applicant's name and the title of his invention, only a modicum of protection is offered by that method. The foreign provisions are important for the American inventor who contemplates patenting abroad solely for the purpose of acquiring a "paper patent," which he could use to protect markets or to prevent competition at the place of production without marketing in the country of production. 5 The United States' requirement of a license to export inventions has Although not as far-reaching in its effects as the compulsory license provisions, the adoption by the American courts of the so-called "paper-patent doctrine" is a long step in the same direction. Under this rule the patentee who fails to develop the subject of his patent is given the narrowest possible range of equivalents as a penalty for his nonuse (or perhaps more accurately, to prevent him from impeding progress). Such a patentee is not likely to succeed in an infringement suit unless the defendant's infringement falls squarely within the scope of the patent. See, e.g., Glendenning v. Mack, 159 F. Supp. 665, 668, 669 (D. Minn. 1958). Compulsory licensing may occur in the United States as a result of misuse of a patent as opposed to nonuse. E.g., United States v. National Lead Co., 332 U.S. 319 (947).
But the significance of this remedy lies in antitrust law, and the important areas where patent law and antitrust law meet are too broad for consideration in the present paper.
as In some countries, it is possible to keep a paper patent alive by offering the patent for license. SCHER, op. cit. supra note 6, at 6z. Scher refers to treaties between the United States, Germany, and Switzerland, by which domestic working by a patentee will already been noted. 6 In essence, the rule to be observed can be stated as follows: A license from the Commissioner of Patents is required before any application for a foreign patent is filed upon an invention made in the United States, where such foreign application precedes, or follows within six months, the filing of an application in the United States 7 As noted above, violation of this requirement may result in severe penalties, including criminal liability as well as unpatentability of the invention. The Commissioner is authorized to grant retroactive licenses where the foreign filing occurred through inadvertance, but he is not allowed to do so if the invention is found to relate to the national security 38 No cognate requirement of licensing appears to exist in German patent law, although there are important provisions relating to inventions of concern to national security. 3 9 The lawyer should be alert, however, to the possible existence of such provisions in other foreign systems, particularly when he is advising an American firm which draws on its foreign branches or subsidiaries for new ideas and processes.
II

TREATY PRovIoNs
A. The Paris Convention for the Protection of Industrial Property
Most of the important trading countries of the world, aside from the Soviet Republics and Red China, have adhered to the Paris Convention of 1883, or, as it is frequently called, the Union. The Convention has undergone a number of revisions since its conception, the latest being that of Lisbon in the fall of 1958.4 This revision has not protect his foreign patent right, but no citation is given and the text has not been found. See, in general, Castel, supra note 34, at 330-40.
'6 See note x supra. 8? It is not completely clear from the wording of the statute that a license is required where foreign filing precedes the filing in the United States5 35 U.S.C. § 184 (1952); consult appendixi but the reasons for the existence of the section obviously require licensing both before and within six months after domestic filing. This is the interpretation placed on the section by the Commissioner; 37 C.F.R. 5.i1 (1953 Although the Convention deals with a number of topics, the provisions of chief importance relate to reciprocal observance of priority in the filing of patent applications. 3 If a national or corporation of one member of the Union files a patent application in one of the member states, and within one year thereafter files an application in another member state, then the latter state is bound to give his (second) application the same priority under its own internal law as the same application would have had in that state if filed on the date of the first application. The rights of the state of second filing to deny a patent because of events which preceded the first filing are not affected. 4 A concrete example will clarify these rules.
Suppose that A, an American, files his application in the United BUREAU OF THE INDUSTRIAL UNION, LISBON CONFERENCE PRELIMINARY DOCUMENTS (x957). Unlike the London Revision, which did not go into effect for many countries until four years after the conference, the Lisbon Revision is expected to be in effect by June x959, and ratification before that date was urged at Lisbon. GEWERBLICHER RECHTSSCHUTZ UND URHEBERRECHT (AUSLANDS UND INTVRNATIONALER TEIL) Nr. "Art. 4 B of the Paris Treaty; see note 41 supra. One interesting aspect of the American statute is that the provisions barring patentability one year after public use in the United States or after publication expressly state that such use or publication one year prior to the actual date of filing in the United States shall be a bar. The Convention reserves the right to members to legislate as to events affecting patentability if couched in terms of legislation on "rights acquired by third parties before the day of the first application on which priority is based. . . ." Art. 4B. It would seem, therefore, that Congress has violated the provisions of the Convention by making the one-year period overlap the priority periods "rights of third parties" would certainly seem to include rights of the general public to use the invention which has become unpatentable. The Convention provisions have not been regarded as self-executing in the United States. Thus, when the Convention gave treaty priority to design patents filed in member countries within six months after a foreign filing, but at a time when the American statute
States on January i of any given year. Later in the same year, A files an application for patent on the same invention in Germany. The German Patent Office is then bound to give his German application the same priority it would have had, had the same application been filed with the German Patent Office on January i.*" No claim by an intervening applicant and no publication or public use during the interval between the two filing dates can be allowed to defeat the priority of A. Since another person's publication of an inventive idea before the filing of an application bars issue of a patent under German law, 4 6 A's invention may still be unpatentable in Germany if such publication occurred before January i-that is, before A's treaty priority date.
The treaty priority provisions are dearly of great importance and usefulness. In the absence of such a convention, it would be necessary for an applicant who contemplated patenting in several countries to file his applications simultaneously in all of them. If he failed to do so, it might be possible for other persons to steal his invention by filing in the foreign country before the actual inventor did so. Unfortunately, however, there are weaknesses in the treaty priority system with which the international lawyer should be familiar. A consideration of these weaknesses will follow under the heading of Problems.
B. United States-German Treaty of Friendship, Commerce, and Navigation The treaty of friendship, commerce, and navigation negotiated between the United States and the Federal Republic of Germany in i954. was ratified by both countries and went into effect between them on July 14, i956.
T
Like the other treaties of similar nature which the United States has entered into since World War II, it contains many provisions of importance to the international lawyer. Its most important contribution to the field of patent law is the undertaking by each party to afford "national" treatment to nationals and companies of the other party in the acquisition of patents and other types of industrial property. 48 National treatment is defined as treatment by each party, gave such priority only to applications filed within four months of the foreign filing, treaty priority was refused to a filing by a French citizen who conformed with the treaty but not with the statute. A. In the United States Even assuming that the applicant or his legal predecessor invented the subject matter of a patent application, and even though that subject matter would otherwise qualify under the requirement of inventive level, the issue of a patent in the United States is, nevertheless, barred by section i02 of the PCA if the applicant has abandoned the invention, if the invention has been anticipated, or if the applicant delays in filing his application for patent."
i. Abandonment
As one might expect, an express, voluntary abandonment of an invention may but rarely does occur. An intention to abandon may be inferred from delay, and it is, therefore, apparent that the inventor faces a day-by-day risk of abandonment after his conception and until reduction to practice. 2 An abandonment may also be found to result from inaction after application, if the applicant fails to take any further steps necessary to perfect his patent claim. 53 There are two other situations in which rules closely akin to the doctrine of abandonment may bar patentability. One is the case where the invention is found to relate to national security, and the inventor later makes an unauthorized use of the invention. The right to patent is forfeited, and this loss has sometimes been referred to as "involuntary" abandonment. ' In reality, the forfeiture is nothing more nor less than an exercise of the power of eminent domain. The other situation involves a "relative" sort of abandonment, and it arises in interference proceedings between inventors who have conceived the invention independently of one another. If, for example, inventor A conceives the invention first but fails to reduce the inventive idea to practice within a reasonable time, he may find that his subsequent application for patent is barred in favor of an application by inventor B, who conceived the invention later but who acted more promptly. 5 Under section 1o2(g) of the PCA, A would have a presumptive right to the patent, but his priority may be lost by a failure to exercise reasonable diligence in reduction to practice.
Anticipation"
In the broad sense, anticipation means simply that the inventive idea has become part of the prior art before conception of the idea by an applicant. Anticipation may consist of either unpublished or published knowledge.
a. Unpublished knowledge. As noted above, in the United States, priority of conception and reduction to practice give priority of right to patent. This priority exists even if the prior inventor is not the first applicant or the first patentee, and even if his invention has not been made public. 57 Patentability of the inventive idea as such is not affected, but only the eligibility of one applicant as opposed to another. r WOODLING, op. cit. supra note 51, at 184, 185. " There is some measure of confusion in the articles, cases, and texts on patent law with respect to terminology. "Anticipation" seems sometimes to be used to include both the provisions treated here and the delay provisions as well. Granting that delay in application is anticipation in the sense that the subject matter may thereby become part of the prior art, still it seems worthwhile to distinguish these categories. When the term is used broadly, it is possible to say that an inventor has anticipated himself if his own public use or publication precedes his filing by more than one year. It seems more sensible to say that he has lost his right by delay. Moreover, several features distinguish the anticipation from the delay provisions. First, all anticipation provisions are concerned only with patentability by the applicant in question, in relation to other persons who have either a better or poorer right to the patent. Delay provisions relate, on the other hand, to the patentability of the subject matter itself, by anyone. Second, anticipation is significant in American law only with respect to the conception date, while delay provisions are concerned with the filing date. The latter distinction is especially important in a comparative study such as this, because almost all foreign systems, including Germany, govern the right to patent solely by priority of application. PatG para. 3 5 consult appendix. Since conception date is, therefore, irrelevant in most foreign systems, the statutory novelty provisions of the foreign statutes equate only with the delay provisions in the PCA. See also note 14 supra.
GT 35 U.S.C. § xoz(g) (1952) ; consult appendix.
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In like fashion, public use of the inventive idea in the United States before conception, whether or not such use is based on the inventive conception of another applicant, bars issue of a patent to the later inventor," Public knowledge or use alone which occurs outside the United States does not bar issue of a patent to a person who later conceives the idea and files in the United States. ' Here, too, the patentability of the subject matter itself is not affected; the bar applies only to persons whose date of conception is later than the domestic public use.
b. Published knowledge. An applicant may not be issued a United States patent if his inventive idea has been described in a patent or a printed publication anywhere in the world, if such description occurred prior to his conception of the idea. 0 As in the case of unpublished knowledge, only the right of individual applicants is affected, and not patentability itself. In addition, section 102 of the PCA proscribes issue of a patent to an applicant whose invention has been described in a patent issued by the United States and which was issued on an application filed before the conception date of the later applicant. 1 It has already been noted that applications for patent in the United States are not published, but, on the contrary, are required to be held in Lonfidence by the officials of the Patent Office. 62 Under this rule, however, the filing of an application is made equivalent to publication, so as to bar any later applicant whose conception date was after the filing of the original application.
Delay
Unlike the bar of anticipation, delay affects not the priority of applicants, but the patentability of the invented subject matter by anyone. The conception date of the individual applicant is irrelevant to the determination of delay; the significant date in this connection is the date of filing of the application in the United States. The statutory bar of delay operates in three situations:
a. Issue of a United States patent is barred if the inventive idea has been shown or described in a patent or publication anywhere in the 58ld. at § oz(a). It will be noted that the statute says "known or used" by others world more than one year prior to filing of the application in the United States 3 It should be noted that this (as well as the other statutory bars of delay) operates in addition to the bar of anticipation, and either bar may operate without the other. 4 Suppose that A invents X, and the idea of X is later published. A's subsequent application for patent is not affected by anticipation because his conception date preceded publication. The idea X may, nevertheless, become unpatentable in the United States if neither A nor another inventor files an application for patent within one year of the publication. It should be noted that the statute makes no distinction as to the persons responsible for publicationi thus, A may lose his right to a patent because of his own publication, if he fails to file within one year after the publication takes place. b. Issue of a United States patent is barred if the subject matter has been in use or on sale in the United States for more than one year prior to the filing of an application in the United States. 6 5 Just as in the case of delay after publication, this bar is independent of the question of anticipation, and the statute makes no distinction as to persons. Thus, if A invents X and subsequently produces and sells a product incorporating X, he may not be issued a patent unless he files within one year of the date when X was used or on sale in the United States.
c. Issue of a United States patent is barred if the inventor has filed for a foreign patent on the same invention more than twelve months before filing in the United States, unless the United States patent issues before the foreign patent. 66 The implications of this provision are obvious, but its relation to the treaty priority provisions of the Convention for the Protection of Industrial Property should be noted. Thus, if A invents X and files an application for patent of X in Germany, an application filed in the United States within one year after the German filing will be given priority as if it had been filed at the same time as the German application. If A fails to file until more than one year after the German filing, he will not only lose his treaty priority, but he also runs the risk of unpatentability in the United States. His only method of avoiding unpatentability in the United States after the year has expired is to delay the issue of the foreign patent until the United States patent has been applied for and issued. United States patent is an extremely time-consuming process, such delay may also injure his rights under the foreign application.
B. In Germany The requirements of the German PatG are much simpler than those of the PCA in the United States. Priority of right to a patent between two or more inventors who have conceived the idea of the invention independently depends entirely upon priority of filing. 6 The only statutory provisions on abandonment relate to abandonment of the patent, not of the invention. 69 The other requirements may be summarized as follows: An invention is not regarded as new if:
(i) the inventive idea has been publicly used in Germany prior to his filing of an application for patent; or (2) the inventive idea has been published anywhere in a publication originating within the last one hundred years before the filing of an application for patent; unless (3) such use or publication occurred within six months preceding the filing and rested on invention by the applicant.
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Although there is an obvious similarity between these requirements and those of the United States, these rules do not equate precisely with the bars of either anticipation or delay in the PCA. In keeping with the terminology employed in the preceding discussion of the American statute, these German rules must be classified as purely "delay" provisions, because the date of filing is the only significant date. The date of conception is irrelevant. Unlike the one-year grace period between publication or use and filing provided for in the PCA, the PatG gives a grace period of only six months, and even this shorter grace period is granted only when the publication or use is based on the conception of the applicant.
Whatever terminological classification may be applied to either the American or German provisions, the basic ingredients of prior public use and publication as bars are the same. Moreover, in both countries, only domestic use is a bar, and both adhere to the rule that any domestic or foreign publication is a bar. It is important to note, however, that there o Id. para. a (all three requirements).
[Vol. 1959: 397 may be significant differences in the meaning assigned to the words "use" and "publication." It will be recalled that at the outset of this discussion a distinction was made in the concept of objective newness between the requirement of inventive level and what has here been discussed under the heading of statutory novelty. 7 It was suggested that inventive level refers to the conception of an idea which rises above the state of the prior art; it asks the question "if" an inventive idea is an advance or only part of the prior art. Statutory novelty requirements, on the other hand, ask the question "when" inventive ideas have become part of the prior art so as to prevent subsequent conception of the same idea from attaining inventive level. It is apparent that there is a connection between these two questions; if, in answering the question "when," one must conclude that the idea has become part of the prior art, then one must also condude that subsequent conception of the same : idea does not have inventive level. This connection is made explicit in the German statute, which expressly conditions the application of the statutory bar on 'whether or not the use or publication has been such that "use by other persons skilled in the art appears possible thereafter.
Thus, it is apparent that the use or publication contemplated-by the PatG need not be of exactly or even substantially the identical invention as that of the applicant; so long as other persons knowledgeable in the art would see an obvious application of the published or used idea to the subject matter of the application, issue of a German patent on that application is barred.
The PCA, on the other hand, attempts to make inventive level and statutory novelty two separate and distinct requirements. Thus, section 103 states that 73 A patent may not be obtained though the invention is not identically disclosed or described as set forth in section X02 of this title, if the difference between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time of the invention to a person having ordinary skill in the art to which said subject matter pertains. (Emphasis added.)
' See text at notes 53, 14 supra. Thus, the use or publication contemplated in the PCA provisions on statutory novelty must be at least substantially identical to the subject matter of the applicant's invention before issue of a patent to him will be denied on that ground. It is submitted that this difference between the American and German statutes is more formal than real, and that it demonstrates a lack of clear analysis by the draftsmen of the American statute. Section 103 attempts to distinguish between prior use and publication, on the one hand, and the prior art on the other. It is difficult if not impossible to conceive of the prior art, from which an advance was obvious, as consisting of anything except prior use or prior publication or both. If the wording of the PCA adds anything, it is a contribution to confusion; prior use is dearly included in the "prior art," but we are not told whether only domestic use is involved or whether use in foreign prior art is also included. Even in the face of the foregoing formalistic difference, the concept of prior use has received highly similar construction in the two legal systems. More than an experimental use is required. 74 The use must be public in the sense that it is not intentionally secret, but it need not be exposed to the public view .7 Thus, the use of a part in an automobile engine would constitute a public use, although its location in the mechanism would prevent it from being seen by the public at large, 7 0 A single instance of use is sufficient to raise the bar.
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The situation with respect to publication is more complex. Both systems require "printed publications," although it seems clear at least under German law that multiple reproduction by a chemical process is also included in the definition. 78 In both systems, periodicals and books of all kinds are, of course, included, without regard to the size of circulation, so long as the matter is available to the public. 7 are also included. s0 There is some controversy in the United States as to whether typewritten masters' and doctors' tfheses are included; 8 in Germany, it is probable that such documents are included, at least if they are on file in German libraries. 2 One fo the main differences between the two systems arises from the German doctrine of die allgemeine Erfindungsgedanke, which translates roughly as "the general inventive idea." In sharp contrast to the American patent system, where a patentee is protected from competition only within the specific limits of his patent claims, 3 protection of the German patentee may extend beyond his patent claims, to include not only what he did claim, but also what he might have claimed. 84 It has already been noted that the validity of a patent is conclusive upon the German courts. 8 " Thus, in an infringement suit, the court is not entitled to declare a patent invalid, but is only empowered to determine the scope of protection which will be given to the patent. In other words the conclusiveness of the patent extends to the specific limits of the patent claim, and the court may not refuse to protect the patent to this extent. But the court may give additional protection to a patent, in its discretion, where the alleged infringer has used the general inso 35 U.S.C. § io5(a) and (b) (1952)i PatG para. 45 consult appendix. , the court pointed out that ". . . a patentee may so state his claims, which will measure the scope of his monopoly, as to include only a portion of his disclosed invention and abandon the remainder to the public." s Crotti, The 4lgemeine Erfindungsgedanke in the German Patent, 39 J. PAT. OFF. So'Y 477, 479 (x957)-It is arguable that this statement is too broad, and that the doctrine should be understood as only a difference in the strictness of interpretation of patent claims. German law generally views interpretation as a search for the intended meaning, and the interpreter is not restricted to the literal meaning, BUERGER-LICHES GESETZBUCI para.
(1900).
On the other hand, it may be argued that such liberal interpretation in the case of patent claims lends itself readily to the result that protection will be given to aspects of the invention which were not actually intended by the applicant when he obtained his patent. The language of the leading German case is instructive on this point: "The patent claim has, in the first place, the aim of describing for the technician as exactly as possible the object of the invention, not, however, of exactly limiting from all sides the scope of the patent protection resulting therefrom. In this connection, many things must be reserved to later interpretation. ventive idea of the patentee, even though he has not infringed upon the specific claims allowed in the patent. Whether or not this discretionary protection will be given depends upon the state of the existing art; if the art is "crowded," the tendency will be to restrict the patentee to his specific claims." Die allgemeine Erfindungsgedanke is obviously of primary importance in actions to enforce the patent monopoly. The concern here, however, is with the effect of the doctrine on the issue of patents by the German Patent Office. That effect is by no means clear and settled. The German writers concern themselves principally with the application of the doctrine to paragraph four of the PatG, which provides that a patent will not be issued where the invention is the "subject" (.Gegenstand) of a patent issued on an earlier application. 7 The doctrine will probably be applied by the German Patent Office under paragraph four, but it is doubtful that it will be applied to enlarge the scope of the bar of publication under paragraph two of the PatG. At any rate, the doctrine has led to confusion in the issue of patents by the Patent Office. s 8 For the present purposes, it is sufficient to note the problem, without giving the arguments for or against the application of the doctrine to other publications. where plaintiff brought suit on a claim for re-issue of an application denied by the Commissioner. Plaintiff's idea was to store fluids, not affected by salt, underground, by dissolving salt beds with water, extracting the saline solution, and injecting the fluid to be stored. One of the prior references relied upon by the Commissioner in rejecting the original application was a German patent which described storage of such fluids in a mechanically-mined salt mine. In holding the German patent not a valid prior reference, the court said, at 952, "In considering the German patent, the court should follow the well settled principle that 'a foreign patent is to be measured as anticipatory, not by what might have been made of it, but by what is clearly and definitely expressed in it. An American patent is not anticipated by a prior foreign patent, unless the latter exhibits the invention in such full, clear, and exact terms as to enable any person skilled in the art to practice it without the necessity of making experiments.' 11 Thus, the court adopted the lex fori not only as to the underlying question of inventive level, but as to the scope of the German patent as well.
[VO. 
FOREIGN PATENTS
IV
PROBLEMS
It is obvious from the foregoing discussion that time limits play an important role within each patent system. Most of these time limits are designed to coerce early disclosure and patenting of inventions. The strictness with which these limits are applied makes it important for every lawyer to know that they exist, and to know that patent counsel must be consulted as soon as possible after the economic decision to patent has been tentatively made. The problems arising from these limitations begin to multiply when more than one patent system is involved; although the patents issued by a country are protected only within its territory, action taken in one country may affect patentability in another. The lawyer who is advising a client with respect to the decision to patent abroad can do so intelligently only if he regards the patenting problems in various countries as a coordinate whole. The following problems are designed to be illustrative rather than exhaustive of the difficulties for which he must be alert.
The following key will be used in diagramming these problems In each case, it will be assumed that an American license for export has been issued, where required, and that conception, use, or publication by several parties is of substantially the same invention.
i. Conception-, filing-, and treaty-priority
Suppose that X, a United States national, is first to invent, but Y, a German national, conceives and files on the same invention in Germany before X files in the United States. X files in the United States and within one year thereafter also files in Germany. Y files in the United States within one year after his German filing. Placing these events on parallel continuums, the problem appears as follows:
DO The method of diagramming, but not the problems, is borrowed from WooD-LING, op. ctt. suplra note 51, at 187 et seq. Since both X and Y made their foreign filing in this case within one year after their domestic filing, the treaty priority of the Paris Convention applies to both. Thus, the priority of both of X's applications date from the time he filed in the United States, while both of Y's priority dates are governed by the time of his filing in Germany. It will be remembered that under section I02(g) of the PCA, priority of conception gives priority of right to patent. Therefore, although Y's filing date in the United States is given precedence over X's filing date, X is, nevertheless, entitled to the United States patent by virtue of prior conception. Since Y's filing date in Germany precedes X's (even considering X's German filing as related back to the time of his United States filing), and since first filing rather than first conception gives priority in Germany,"' Y is entitled to the German patent.
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Foreign filing, danger of domestic unpatentability
Even if an American inventor obtains a license for the export of his invention, he may lose his rights to a patent in the United States by failing to file in the United States within one year after he files abroad. Thus:
X in the United States C F (more than one year) F in Germany in the United States
The facts shown do not present an absolute bar, however, on the basis of the wording of section 102(d) of the PCA; the bar applies only if a German patent is issued before the American patent. The difficulty of delaying issue of the German patent has already been noted.1 2 It is particularly important to observe, however, that the requirements of section io2 of the PCA are stated disjunctively, and that X may already have lost his right to a United States patent because of another bar. Since Germany is one of the countries which follows the so-called publication method of patent issue, it is probable that within a few months after the German filing, the application was published. 3 Thus, "' PatG para. 3.
02 See note 67 supra. " It does not follow automatically that such a publication will be a valid prior reference. As noted earlier, German publication in the Patent Gazette contains only the applicant's name and the title of his invention. Since 1955, when the practice of printing copies of the complete application was begun, it is probable that a publication sufficient to be anticipatory occurs. See note z6 sultra. In Flakice Corp. v. Liquid If so, issue of the United States patent will be barred by section 102(b) of the PCA, even if the foreign patent has not yet been issued.
Foreign filing, danger of foreign public use
It has been observed that public use is sufficient to bar issue of a patent in both the United States and Germany if it occurs domestically, while foreign public use is not a bar in either country. 4 Thus, if X conceives the invention in the United States and files for it there, issue of the patent is not barred even though public use in Germany preceded his conception. It is obvious, of course, that issue of a German patent to X is barred by the prior use under paragraph two of PatG.
The danger of delay in both systems is illustrated by the following situation: Suppose that on January I, 1957, X conceived an invention, and that on February i, Y made the same conception in Germany.
On March I, 1957, Y begins public use of the invention in Germany.
On April i, X files for a patent in the United States, and on May i, Y files on the same invention in Germany. Within one year of his United States filing, on March 1, I958, X files on the invention in Germany. Schematically: The right of X to a patent in the United States is, of course, not affected by public use in Germany. In Germany, however, the result is that the invention is probably unpatentable by either X or Y. X's filing date in Germany relates back by treaty priority to the date of his filing in the United States, and his German filing thus gives him the right The six months grace period cannot apply unless the use was based on the conception by X.
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to the patent as against Y, who filed later. X is barred, however, from receiving a German patent because his German filing (even related back) was preceded by Y's public use. Y, of course, is not barred in Germany by the public use because it rested upon his own conception and was followed by filing within six months."
Foreign filing, competing domestic applicants
It should be noted that the Paris Convention does not make priority by relation back dependent on the issue of a patent by the country of foreign filing. This priority is given if the foreign filing is, or is equivalent to, a regular application under the domestic law of the country where it was filed. 97 A serious problem under the foreign law may arise if several applicants file for the same invention in the United States.
Suppose that X conceives the invention first, but Z conceives and files in the United States before X files. When X subsequently files in the United States, he has the right to the United States patent, assuming that he has been reasonably diligent. If, within one year of his United States filing, Z files in Germany, Z may be able to obtain a German patent as against X, even though X also files in Germany within one year.
X in the United States C F (less than one year) F P in the United States in Germany in the United States Z in the United States C F (less than one year) F P (?) in the United States in Germany in Germany
Here, both the application dates in Germany relate back by treaty priority, but Z's relates back to an earlier date. No decisions have been found in point, but it seems dear that Z would be given preference for the foreign patent under German law because date of conception is irrelevant. As the Paris treaty stands, it is wholly irrelevant whether a patent ever is issued on the application which gives rise to treaty priority elsewhere, and this clear implication in the London version 9 " is " Y has a good argument for issue of the patent to him, on the theory that his right is merely subject to a claim of priority by X which X cannot exercise. It is suggested that complete unpatentability in Germany results, however, from reading PatG para. 3 and 7(3) together. Under para. 7, the date of foreign filing (i.e., in the United States) "is decisive" as to when application is made. Under para. 3, the first applicant is given the "right" to patent. Therefore, X has the "right," and Y does not. The fact that X cannot exercise his right because of another bar does not give Y the "right." " Art. 4 A(z) of the treaty, see note 40 supra; consult appendix. " Art. 4A(z) of Paris Treaty (London Revision) ; see note 40 supra, and consult appendix.
made explicit in the Lisbon revision. 9 -If Z is advised to file abroad within one year of his unsuccessful domestic filing, he may be able to put himself into a favorable bkrgaining position with X for license of the domestic patent.
Weakness of treaty priority
An inventor whose economic planning is based solely on the domestic law of patents runs the risk of barring subsequent issue of a foreign patent because the foreign law may have different or stricter requirements. Suppose that X, in the United States, develops his invention diligently, but publishes the idea more than six months before he files in the United States. Subsequently, and within one year after the United States filing, he files in Germany.
(over six months, but X in the United States C PUB less than one year) F (less than one year) F in the United States in Germany
Here, X has taken care to file in the United States within one year of his publication, and issue of the American patent is, therefore, not barred. In addition, X has filed abroad within one year, so as to take advantage of the treaty priority rule. Issue of the German patent is, nevertheless, barred, because publication preceded the treaty priority filing date by more than six months, and six months is the maximum grace period allowed under German law."°T his danger is even more striking in the reverse situation, because the PCA makes the time periods of the delay provisions run from the date of actual filing. Thus:
(more than one yea r) X in the United States C PUB (less than six months) F (less than one year) F in Germany in the United States
Here, X is clearly entitled to the German patent because his German filing followed publication resting on his own conception within six months. He is also entitled to relate his filing date in the United States back to the German filing date by treaty priority, but under the American statute, this relation back can aid him only with respect to competing applicants. Under section 02(b) of the PCA, the issue of the United States patent is, therefore, barred. 10 1 As noted above, this provision of This unfortunate tendency of the PCA to fall short of treaty commitments of the United States may also be observed with respect to the treaties of friendship, commerce, and navigation. It will be recalled that these provide for national treatment with respect to the acquisition of patent rights.°3 Section xo4 of the PCA provides, however, that an applicant "may not establish a date of invention by reference to knowledge or use thereof, or other activity with respect thereto, in a foreign country, except as provided in section 119.... ,,io (Section i 19 implements treaty priority if filing in the United States follows foreign filing within twelve months.) The effect of section lO4 of the PCA, therefore, is to prevent any reliance on prior conception in a foreign country. Presumably, such reliance is denied even in the case of compliance with section 119 of the PCA, since the latter relates only to foreign "filing." Thus, the earliest date of foreign activity with respect to the invention which will be considered under section 1O4 is the date of foreign filing, although conception must obviously precede filing by an appreciable time. From a strictly legalistic point of view, it may be argued that section 1O4 of the PCA does not deny national treatment to foreign nationals, since it is also applicable to American nationals whose inventions are made abroad. It is dear, however, that the effective result is to prevent foreign nationals from competing for United States patents on an equal footing with Americans, because most of the inventions of foreign nationals will be made abroad, while relatively few inventions will be made abroad by nationals of the United States.
Weakness of treaty priority, danger of investment
An easily overlooked danger of reliance on treaty priority arises from the tendency to forget that many states belong to the Paris Convention besides the two in which the applicant is interested. Suppose, for example, that X, in the United States, and Y, in France, conceive the same invention independently. Y files in France before X files in the United States. X immediately files in Germany, and begins pouring money into the development of plant or equipment under the German patent (or patent application). After X has invested heavily, Y files in Germany also, and does so just before the expiration of a year from his French filing.
102 See note 44 supra.
o See text at note 47 supra.
[Voi. Y is dearly entitled to the German patent as against X, because his treaty priority relates his German filing date back to a date earlier than the United States filing of X. X should have been advised not to invest heavily in the foreign patent until at least one year after his filing in the United States, and to do so then only after a search for prior references in the German Patent Office both preceding and subsequent to the date of German filing.
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CONCLUSION
It should be emphasized that the foregoing problems do not exhaust the dangers which will be encountered in patenting abroad. Many other problems could be suggested, and the problems given could be made more complex by the addition of other parties. The cases discussed, however, are sufficient to illustrate for the international lawyer two major principles in patenting abroad.
First, it is dear that most, if not all, patenting systems place a premium on speed. Because almost all foreign systems give priority of right to the person who files first, mere diligence after conception is not enough. Speed in an absolute sense is essential. The treaty priority given by the Paris Convention is a useful, but far from infallible tool.
Second, the various systems are independent in respect to the protection they give, but they are interdependent with relation to eligibility for patent. Action taken in one country may affect patentability in another. The decision to patent abroad, therefore, cannot be considered separately from the decision to patent domestically. In short, the decision to patent must be viewed as a coordinate whole, and action should be planned only on the basis of specific information about the patent law of all countries in which patenting is contemplated.
It is recognized that these principles are, in a sense, competing rules. The first advises haste, the second urges caution. The function of the lawyer, with the assistance of patent counsel, is to find an intelligent compromise between these principles. i. Inventions the exploitation of which would be contrary to law or to morality; 2. Inventions of foods, luxury goods, medicines, as well as materials which are produced chemically, insofar as the inventions do not concern a specific process for the production of the articles."
Par. 2 "An invention is not considered as new if at the time of the patent application (Par. 26) it has already been described in public, printed publications published within the last one hundred years or if it has already been publicly used in this country, so that use by other persons skilled in the art appears possible * Translation of the German text is the responsibility of the present writer.
(g) before the applicant's invention thereof the invention was made by another who had not abandoned, suppressed, or concealed it. In determining priority of invention there shall be considered not only the respective dates of conception and reduction to practice of the invention, but also the reasonable diligence of one who was the first to conceive and last to reduce to practice, from a time prior to conception by the other." § 103 "A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this tide, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obyious at the time the invention was made to a person having ordinary cation, and if the objector applies within one month after notification thereof, then he can demand that the date of the earlier application be set as the date of his application." Par. 3 "The inventor or his successor in interest has the right to the patent. If several persons have made an invention jointly, then the right to the patent belongs to them jointly. If several persons have made the invention independently of one another, then the right belongs to the one who has first applied for the patent at the Patent Office." Par. 5 "The person entitled, whose invention has been applied for by an unauthorized person, or one injured by an illegal deprivation, can demand of the patent applicant that he be assigned the claim for issue of the patent. If the application has already resulted in issue of the patent, then he can demand the transfer of the patent from the patentee. The claim can be asserted by an action brought before the expiration of one year after notice of issuance of the patent (par. 35 (1)), later, only if the patentee did not act in good faith in acquiring the patent." See par. 2 above: "An invention is not considered as new if ...use by other persons skilled in the art appears possible . . ." The German text uses the term Sachverstaendige for the italicized part of the translation, a term which may be translated as "experts" as well as "persons skilled in the art." That a higher degree of skill is contemplated than in the skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made." American statute may also be indicated by omaission of any term meaning "ordinary" skill.
The following summary indicates some of thd most significant similarities and differences in procedure and practice:
United States Duration of the patent is seventeen years from date patent granted, with varying shorter terms for design and plant patents ( § § 154-173) . New improvements on the subject matter may be applied for as independent patents ( § 101).
Non-residents must appoint an agent for process, and if such an agent cannot be found at the address given, then service may be made by publica-
tion ( § 293).
Application is made to the Patent Office, and must include patent claims ( § I I I). Examination is made, and if it appears that the applicant is entitled, a patent is issued ( § 131). Applications are kept in confidence by the Patent Office ( § 122). If, in the examination, it appears that an application would interfere with another patent or application, the interested parties are notified and a hearing held ( § 135) . Administrative or judicial appeals are provided for ( § § 141, 146).
Germany
Duration of the patent is eighteen years from the date of application for patent. Improvements may be filed for as independent patents, or as patents of addition which expire with the original patent (par. io).
Persons with neither domicile nor place of business in the country may only take part in proceedings in the Patent Office and may only assert the rights of protection of a patentee if a patent agent or a lawyer has been appointed as representative in the country (par. 16).
Application is made to the Patent Office, and must include patent claims (par. 26). Examination is made and a decision as to patentability is rendered (par. 28) . If the matter is found patentable, the application is published in the Patent Gazette and displayed in the Patent Office; within three months after publication any person may file objection to grant of the patent, stating grounds (par.
30, 32).
Hearing may be had at any time, with or without objection being filed, by the Examining Office; appeals from decisions may be taken (par. 32-34) . A decision to grant V9Oi. 1959: 397] 
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Remedies for infringement are federally enforced by civil action ( § 281), and may consist of injunction ( § 283) and damages. Minimum damages are the amount equivalent to a reasonable royalty, and the court may award treble damages ( § 284). Either noninfringement or invalidity of the patent of plaintiff may be urged as a defense ( § 282). Protection from infringement is given only as to matters specifically claimed in the patent (numerous cases). patent is published, and a certificate issued to patentee (par. 35).
Remedies for infringement are enforced through the state courts (par. 51). Injunction may be granted but damages only if the defendant acted intentionally or negligently (par. 47). Proceedings to invalidate a patent may be brought in the Patent Office (par. 17, 13, 37) but invalidity may not be raised as a defense in court action.
The following are the export and national security provisions:
United Statesprohibits issue of patents where foreign applications have been filed in violation of 184, and declares such issued patents invalid. § i86 provides criminal penalties for violation of 184.
The following provisions are designed to implement the Paris Convention for the Protection of Industrial Property of 1883, as revised (see infra) :
United States § 104 "In proceedings in the Patent Office and in the courts, an applicant for a patent, or a patentee, may not establish a date of invention by reference to knowledge or use thereof, or other activity with respect thereto, in a foreign country, except as provided in section 1 19 of this title. .. " § I 19 "An application for patent for an invention filed in this country by any person who has, or whose legal representatives or assigns have, previously regularly filed an application for a patent for the same invention in a foreign country which affords similar privileges in the case of applications filed in the United States or to citizens of the United States, shall have the same effect as the same application would have if filed in this country on the date on which the application for patent for the same invention was first filed in such foreign country, if the application in this country is filed within twelve months from the earliest date on which such foreign application was filed; but no patent shall be granted on any application for patent for an invention which had been patented or described in a Germany Par. 27 "A person who claims as decisive the date of a previously filed foreign patent application on the same subject, in accordance with a treaty between states, must state the time and country of the prior application within a period of two months beginning the day after application at the Patent Office (Declaration of priority). Within this period the declaration may be changed. If it is not made in time, the claim of priority for the patent application is forfeited." Par. 7(1) "The effect of a patent does not operate against a person who, at the time of the application, had already put the invention to use in this country or had made the necessary arrangements for such use..." (3) If the patentee has a claim to priority in accordance with a treaty between states or to temporary protection in accordance with the statute of i8 March 1904 (Reichsgesetzbl. S. 141), concerning protection of inventions, designs, and trademarks at exhibitions, then, instead of the application described in (i), the previously filed-foreign application or the VOL. 1959: 3971 printed publication in any country more than one year before the actual filing of the application in this country, or which had been in public use or on sale in this country more than one year prior to such filing. No application for patent shall be entitled to this right of priority unless a claim therefor and a certified copy of the original foreign application, specification, and drawings upon which it is based are filed in the Patent Office before the patent is granted, or at such time during the pendency of the application as required by the Commissioner not earlier than six months after the filing of the application in this country. Such certification shall be made by the patent office of the foreign country in which filed . . ." beginning of the exhibition of the invention is decisive. This does not apply, however, to nationals of foreign states which do not grant reciprocity in this respect."
Paris Convention for the Protection of Industrial Property of 1883.
The following is the relevant portion of the articles governing patent priority, currently effective as part of the London Revision of 1934. The text given is that given in the Preliminary Documents for the Lisbon Conference, prepared by the International Bureau of the Industrial Union (Vol. 2 May 1957) . Notes record amendments made by the Lisbon Conference, as reported in the Bureau's, Textes adopt6s par la Conf6rence diplomatique de Lisbonne le 31 octobre 1958 (Jan. 1959). Art. 4A(i) "Any person who has duly deposited an application for a patent, or for the registration of a utility model, industrial design or model or trade mark in one of the countries of the Union, or his legal representative or assignee, shall enjoy, for the purposes of deposit in the other countries, a right of priority during the periods hereinafter stated." NoTE: no change.
Art. 4A (2) "Every application which, under the domestic law of any country of the Union, or under international treaties concluded between several countries of the Union, is equivalent to a regular national application, shall be recognized as giving rise to a right of priority."
VOL. -9.59: 397 NoTE: amended to read "national legislation" instead of "domestic law," and to read -"bilateral or multilateral treaties" instead of "international treaties." NoTE: Art. 4A (3) (new) defines a deposit regularly made as any deposit which is effected according to the domestic law of the country where it is made, whatever may be the ultimate result of the application.
Art. 4B "Consequently, a subsequent deposit in any of the other countries of the Union before the expiration of these periods shall not be invalidated through any acts accomplished in the interval, either, for instance, by another deposit, by publication or exploitation of the invention, by the putting on sale of copies of the design or model, or by use of the mark, and these acts cannot give rise to any rights of third parties or of personal possession. Rights acquired by third parties before the date of the first application which serves as a basis for the right of priority are reserved in accordance with the domestic legislation of each country of the Union." NOTE: no change.
Art. 4 C ( ) "The above-mentioned periods of priority shall be twelve months for patents and utility models, and six months for industrial designs or models and trade marks." NOTE: no change.
Art. 4 C(2) "These periods start from the date of deposit of the first application; the day of deposit is not included in the period." NOTE: no change.
Art. 4 C( 3 ) "If the last day of the period is a dies non or a day when the Office is not open to receive the deposit of applications in the country where protection is claimed, the period shall be extended until the first following working day." NoTE: no change.
NoTE: Art. 4 C( 4 ) (new) provides that an application subsequently deposited in a member country shall also be considered as a first application, the date of deposit of which shall be the starting point of periods of priority, if at the time when a right of priority is claimed on the basis of this subsequent application, the original application has been withdrawn, abandoned or refused, and if none of these applications has already served as the basis for a claim to priority.
